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The law pertaining to the copying of indus-
trial products has undergone considerable fluc-
tuation during the last few years. The pendu-
lum has swung back and forth between
automatic protection of a comprehensive na-
ture for industrial products and little automatic
protection or none at all. Certain industrial
products may acquire protection through the
registration of patents or designs: the law on
this issue has been relatively static of late. It is,
however, the scope of the automatic protection
afforded industrial products under the laws of
copyright and unlawful competition that has
recently been the subject of heated debate.

The Copyright Act 98 of 1978 grants protec-
tion to so-called artistic works. Copyright law
in Britain and South Africa has protected this
form of work almost from the outset. Over the
years, however, and particularly in recent
years the definition of the term ‘artistic works’
has been expanded. In the process, copyright
law has undergone a transformation from a
branch of the law protecting essentially the fine
arts to a source of protection for most products
of the human intellect, including those of a
technological nature. To judge from the copy-
right-infringement cases that have come be-
fore our courts in recent years, the operation of
copyright law in the technological field has
greatly overshadowed its application to the
more traditional field of the fine arts. And it is
in the technological field that copyright law has
generated both the most publicity and the most
controversy.

The infiltration of copyright law into the
world of technology has been paralleled to
some extent by the development of the law
relating to the common-law delict of unlawful
competition. The law of unlawful competition
has begun to play an increasingly prominent

role in the protection of technological innova-
tions, compensating for the waning role of
copyright law. Indeed, ‘the law of unlawful
competition may well become one of the most
dominant forces in the protection of intellec-
tual property of a technological nature in the
future.

This two-part series describes and analyses
recent developments in copyright law and the
law of unlawful competition in so far as they
relate to the protection of industrial products,
with particular reference to three-dimensional
utilitarian objects. Copyright is dealt with in
this article and unlawful competition will be
dealt with in the next. '

The term ‘artistic work’ is defined in s 1 of
the Copyright Act as meaning

‘irrespective of the artistic quality thereof —

(¢) paintings, sculptures, drawings,* engravings
and photographs;

(b) works of architecture, being either buildings
or models of buildings; or

(¢) works of artistic craftmanship [sic], or works
of craftmanship [sic] of a technical nature,

' Since 1983 the term ‘drawing’ has been defined as
including ‘any drawing of a technical nature or any
diagram, map, chart or plan’. This definition is in keeping
with that propounded in earlier case law: see Pan African
Engineers (Pty) Ltd v Hydro Tube (Pty) Ltd 1972 (1) SA
470 (W), Enrenberg Engineering (Pty) Ltd v Topka t/a
Topring Manufacturing & Engineering (TPD case | 8652/
77, unreported), Scaw Metals Ltd v Apex Foundry (Pty)
Ltd 1982 (2) SA 377 (D) and Klep Valves (Pty) Ltd v
Saunders Valve Co Ltd 1987 (2) SA 1 (A).
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not falling within either paragraph (a) or
(b)?

The phrase ‘irrespective of the artistic quality
thereof’ applies to all three categories of the
definition, not only to category (a).” Technical
works and three-dimensional objects derived
from them will therefore enjoy the protection
of the 1978 Act if they take the form of
drawings, works of artistic craftsmanship or
works of craftsmanship of a technical nature. A
technical drawing of any type of article, includ-
ing a utilitarian article, will constitute a
‘drawing’ as defined.* It is submitted that most,
if not all, prototypes of utilitarian articles will
be either works of artistic craftsmanship or
works of craftsmanship of a technical nature.
Our courts have already held that the second
category includes the glass-fibre hull of a boat

and the mould from which it was made,’ the
prototype of a motor-car silencer,® a wooden
model of a kitchen appliance” and a valve.® In
principle, therefore, the Copyright Act grants
comprehensive protection to works of a tech-
nological nature and therefore to industrial
products.

The copyright in an artistic work is infringed
when it or any substantial part of it is repro-
duced without authorization, whether in two-
dimensional or three-dimensional form and
whether what is copied is the original work or
a two-dimensional or three-dimensional re-
production of it. The reproduction of an artistic
work by the copying of an intervening repro-
duction is commonly referred to as ‘indirect
copying’. The process of indirectly copying a
technical work by making a three-dimensional
reproduction of it from an intervening three-
dimensional derivative article is commonly
referred to as ‘reverse engineering’.

In spite of the broad protection afforded in
principle to technological works by the Copy-
right Act, however, s 15(3A) of the Act as
amended by s 2 of the Copyright Amendment
Act 13 of 1988 now curtails the right of the
owner of the copyright in a technological work
to restrain reverse engineering to such an
extent that this right now barely exists. Unlike
its predecessors, the Copyright Act of 1978 in
its original form gave unqualified protection to
technical drawings and other artistic works
against the making of three-dimensional re-
productions, whether by direct or indirect
copying. When s 15(3A) was inserted in the
Act in 1983 it provided that in certain circum-
stances the right of a copyright-owner in a
technological work to restrain the copying of
his work by reverse engineering was forfeited
after the lapse of ten years from the time when
his own three-dimensional derivative article
was first placed on the market anywhere in the
world. In terms of the 1988 amendment to
s 15(3A), however, the forfeiture of the right
to prevent reverse engineering now takes place
immediately upon the marketing of such re-
productions instead of after the lapse of ten
years from that time.

Section 15(3A) in its present guise provides
that when a copyright-owner has directly or

2 Paragraph (c) of the definition was added in 1983.

3 Works falling into categories (b) and (c) therefore do not
have to be of artistic quality; cf the position in Britain as laid
down in George Hensher Ltd v Restawhile Upholstery
(Lancs) Ltd [1975] RPC 31. In earlier copyright legislation,
only category (a) works did not have to meet this
requirement.

“See note 1 above.

S Buttv Schultz 1984 (3) SA 568 (E), Schultz v Butt 1986 (3)
SA 667 (A).

8 Bosal Afrika (Pty) Ltd v Grapnel (Pty) Ltd 1985 (4) SA 882
(C).

7 Kambrook Distributing v Haz Products (WLD case no
21810/84, unreported).

8 Insamcor (Pty) Ltd v Maschienenfabriek Sidler Stalder
AG t/a Sistag 1987 (4) SA 660 (W).
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indirectly produced and sold three-dimen-
sional derivative articles of his work anywhere
in the world and the derivative articles ‘prima-
rily have a utilitarian purpose and are made by
an industrial process’, no infringement occurs
subsequently by the making of unauthorized
reproductions by indirect copying. The right to
restrain reverse engineering is therefore for-
feited when all of the following requirements
are met:

[] The artistic work has been reproduced in a
three-dimensional form with the authority
of the copyright-owner.

[] The three-dimensional reproductions have
been made by industrial process.

[]The three-dimensional reproductions are
articles with primarily a utilitarian purpose.

[] The three-dimensional reproductions have
been distributed anywhere in the world.

The competitor can, however, copy only the
derivative product and not the original work or
a two-dimensional version of it in making his
competing product. In practice, therefore, in
the industrial field, as soon as the copyright-
owner in a technical work (such as an item of
machinery or a spare part) has mass-produced
derivative objects (and in the vast majority of
instances he will have done so if the product
has a utilitarian purpose), he can no longer rely
upon the law of copyright to restrain others
from copying his product indirectly, although
he can prevent direct copying — the making of
copies directly from his original work or from a
two-dimensional reproduction of it.

Although it is easy to establish whether an
article has been made by an industrial process,
it is more difficult to determine when it has a
utilitarian purpose. Would, for example, an
expensive spoon or other item of cutlery made
of silver and having an ornate aesthetic shape
‘primarily have a utilitarian purpose’?

Historical analysis reveals that the raison
d’étre of s 15(3A) is to prevent the law of
copyright from operating in relation to indus-
trial articles and thus from trespassing, as it
were, on the terrain of registered designs or
even patents. The intention is not unduly to
deprive authors of protection. On this premiss,
itis submitted that the term ‘utilitarian’ should
be contrasted with ‘artistic’ or ‘aesthetic’ and
should be viewed against an industrial back-
ground. In practical terms the derivative article
must be a useful thing in an industrial context.
On this basis, an article such as a toy would not
‘primarily have a utilitarian purpose’. Items of
machinery, on the other hand, obviously have
such a purpose. When doubt exists the object of
the average buyer in buying the article should
be considered. Does he buy the article in order
to achieve a useful, practical result or does he
buy it for some other purpose, such as orna-
mentation or the derivation of pleasure?’

The suggested approach accords in essence
with that adopted in comparable circum-

stances in the law of designs.'° If the dominant
object is ornamentation or the pursuit of
pleasure, the article has primarily an artistic
purpose and not a utilitarian one. The forfei-
ture of copyright protection will then not
occur. But when the article is bought primarily
for utilitarian purposes, forfeiture of protection
will occur even though it has an artistic
character or a strong aesthetic appeal. It is the
purpose or function of the article that must be
primarily utilitarian in order for forfeiture of
copyright protection to occur.

It is clear that, subsequent to the passing of
the Copyright Amendment Act of 1988, inno-
vators of technology and, in particular, of
utilitarian articles must perforce look else-
where for protection of the fruits of their
endeavours. In relation to such items, copy-
right has for all practical purposes ceased to be
a force to be reckoned with. The limited
protection that the law of copyright continues
to offer is of very little value in the struggle
against copying or reverse-engineering of in-
dustrial products manufactured and sold for
utilitarian purposes.

® An example of the dilemma is a modern replica of an
early gun that has ornamental value and could be hung
on a wall.

1°See The Law of South Africa (ed W A Joubert) VIII
Designs by T D Burrell (1979) § 83 and AMP Inc v Utilux
(Pty) Ltd [1972] RPC 103 (HL). In the American Copy-
right Act of 1976 the term ‘useful article” is defined in
s 101 to mean ‘an article having an intrinsic utilitarian
function that is not merely to portray the appearance of
the article or to convey information’.
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